TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Appeal No. 95-1209
Appl i cati on No. 07/842, 480!

Before JOHN D. SM TH, GARRI S and WARREN, Admi ni strative Patent
Judges.

GARRI S, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe fina
rejection of claims 1, 3, 4 and 11. Cains 5 to 10 have been
wi t hdrawn from consi deration by the exam ner, 37

CFR 8 1.142(b), and are not subject to this decision.

! Application for patent filed February 28, 1992.
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The subject natter on appeal relates to conpositions of
matter forned by nelt blending a thernoplastic polyner and a
fluorinated pol ysil oxane additive to provide a honobgenous
bl end, then cooling the conposition. The additive is said to
concentrate at the surfaces of the cool ed blends, even at |ow
overall concentrations, and to provide | ow surface energies,

i ncl udi ng non-adherent surface characteristics and | ow
friction, which enhance nol di ng operations. Biological and
bi onmedi cal applications are disclosed to be particularly
advant ageous. Specification at pages 5-6.

Claim1 is representative of the clainmed subject natter:

1. A conposition of matter formed by nelt-blending
a thernopl astic polyner and from about 0.01%to |ess
t han about 1.0% by wei ght based on the wei ght of
the conposition, of an additive conprising a

pol yfl uor oal kyl sil oxane, said additive having a

| oner surface energy than that of said polymer; said
nmelt-blending resulting in a substantially
honogenous adm xture of said polyner and said

addi tive; said adm xture, upon cooling, resulting in
a solid conposition wherein a concentration of said
additive through a cross-section of said solid
conposition is lower in the interior thereof and

hi gher at the surfaces thereof; said additive being
a pol yfl uoroal kyl si |l oxane havi ng the fornul a:
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CF,
I
R (CH). R
I I I
R-Si-O[-Si-0].-Si-R (1)

| | |
R3 R7 RG

wherein R, R, R, R, R, R and R may be the same or
di fferent and may be al kyl, cycloal kyl or aryl; R
may also be -(CH)..CF; mis an integer fromO0O to 20,
and nis an integer from1l to 5,000; or

said additive being a silanol term nated
derivative of said polyfluoroal kyl sil oxane or a
copol ynmer of said pol yfluoroal kyl sil oxane with an
al kyl, aryl or alkyl-aryl -sil oxane.
PRI OR ART

The exam ner has applied the followi ng reference in the
prior art rejection advanced on this appeal:

M yake et al. (Myake)? 1- 282, 267 Nov. 14, 1989
(Japanese Kokai Application)

The exam ner has cited the follow ng references to show

“a state of fact” (Answer, pages 2-3):

Yamanoto et al. (Yanmanot o) 3, 758, 661 Sep. 11, 1973
Thonmas et al. (Thonms) 5, 108, 632 Apr. 28, 1992
(filed Cct. 18, 1991)

2 Qur understanding of this reference is based upon the
PTO transl ati on of record.
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Yamada et al. (Yanmada) 5,174,924 Dec. 29, 1992
(filed June 4, 1990)

Hawl ey’ s Condensed Chem cal Dictionary, 935 (11th ed., New
York, Van Nostrand Rei nhold, 1987) (Hawl ey’s).

REJECTI ONS

(1) dains 1, 3, 4 and 11 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite.
(2) dains 1, 3, 4 and 11 are rejected under 35 U. S. C
8§ 103(a) as being unpatentabl e over the conbined disclosures
of M yake.

For the reasons set forth post we shall not sustain these
rej ections (although appellants have argued the separate
patentability of claim1l, in view of our disposition of this

appeal, we need not consider claim1l separately.)

DI SCUSS| ON

The exam ner has rejected the clains as being indefinite
in view of the claim1l phrase “copol yner of said pol yfl uoro-
al kyl sil oxane.” The exam ner maintains it is not clear how a

conmpound that is not silanol term nated can be copol yneri zed.
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Clainms are definite if they set out and circunscribe a
particular area with a reasonabl e degree of precision and

particularity. In re More, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971). The clains are to be read, not in a
vacuum but in light of the prior art and the disclosure, as
interpreted by one of ordinary skill in the art. Moore, 439
F.2d at 1234, 169 USPQ at 238. As the exam ner recogni zed,
and as appel |l ants acknow edge (Brief at pages 7-8), one of
ordinary skill in the art is well aware that copol yners of
conmpound (I) with other siloxanes would be forned from
hydrol yzabl e derivatives (such as silanols) of (1). W also
observe that it is not unconmon to name copol ynmers accordi ng
to the structures conprising the backbone, and that groups
that are lost in condensation reactions are not always
i ncluded in the nane of the polyner. Since, on the present
record, it is clear that one of ordinary skill in the art
woul d understand and not be nmisled as to the scope of the
claim we cannot sustain this rejection.

The exam ner has rejected the clains under 35 U S. C
8§ 103(a) as obvious over Myake; the other cited references
are relied upon to establish the range of values of nelting
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poi nts of the reference thernoplastic polyner. M yake
di scl oses, in a conparative exanple, a copolyner blend of high
density pol yethyl ene (HDPE) (H ZEX 2500) with 3 wei ght percent
of a conpound (1). The blend is prepared by kneading the
m xture at 150EC for 30 mnutes. Myake at translation page
9. Both the exam ner and appell ants appear to agree that
mat eri al s denom nated as HDPE typically nelt in the range of
120 to 130EC. The exam ner maintains that the inproved Q
val ue shown for conparative exanple 2 (Table at M yake
transl ation page 11) (2.08 x 102 m/s) conpared to
unadul terated HDPE (id., conparative exanple 3) (1.65 x 102
m/s) is sufficient to denonstrate that the anount of additive
is aresult-effective variable for Q Accordingly, the
exam ner concl udes one of ordinary skill in the art would have
been notivated to use “less than about 1% of the additive in
order to obtain blends that exhibit a | esser inprovenent in
the paraneter Q The exam ner maintains that the burden is on
appel l ants to denonstrate that the material produced by M yake
woul d not neet the instant [imtations.

Appel l ants traverse, urging that a honogenous bl end of
addi ti ve and pol ynmer cannot be obtai ned under the conditions
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of Myake. Brief at pages 9-10; Reply Brief at pages 2-4. In
support of their contention, appellants have provided evi dence
that nmelt-processing tenperatures for HDPE are typically in
the range of 200EC, considerably higher than the nelting
tenperature or the 150EC used by Myake. Appellants also

di scl ose the use of a tw n-screw extruder for obtaining the
honogenous nelt blends that are said to be prerequisites for
the final product. Single screw extruders did not provide
sufficient blending in the conparative exanple presented in
the specification at pages

10-11. Moreover, appellants urge the examner’s reliance on a
conparative exanple vitiates the notivation to use at nost
only one third as nuch of an additive that Myake appears to
regard as providing an inferior degree of inprovenent. Brief
at pages

15-16.

As enphasi zed by appellants, the exanple relied on by the
exam ner is a conparative exanple. The thrust of Myake is to
obtain significantly higher values of Q which would require
hi gher, not |ower, concentrations of additive. As a
predecessor to our review ng court explained:
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Where . . . the prior art disclosure suggests the
outer limts of the range of suitable val ues, and
that the optinmumresides within that range, and
where there are indications el sewhere that in fact
the opti mum shoul d be sought within that range, the
determ nation of optinmmval ues outside that range
may not be obvi ous.

In re Sebek, 465 F.2d 904, 907, 175 USPQ 93, 95 (CCPA 1972).

On the present facts, we conclude that Myake woul d not have
notivated one with ordinary skill in the art to explore ranges
of concentration of a conparative material at no nore than a
third of what has been disclosed in a conparative exanple to
provide only a slight inprovenent in a desired property.

On the present record we conclude that the exam ner has

not nmade out a prima facie case of obviousness, and therefore

we al so cannot sustain the examner’s 8 103 rejection.

The decision of the exam ner is reversed.

REVERSED
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